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REMARKS 


The la* Office Action dated March 21 . 2002 has been carefully considered. 
I, is noted that Claims 1 was rejecred under 35 U.S.C. § 103 as being utmatentable over 
O^ise =. al. (U.S. Pat. No. 5, 678, 295) in view of Okuyama (U.S. Pat. No. 

3,125,084). MQteM<t^lly^«™™^^™ ' m **^ e ™^ 
hi, no. estabttsheo . prima facie case of obviousness with respect to claim 1. The 
examiner musttake imo accountthe explicit requirements of the claim * support aprima 
fccie case of obviousness ft K* Fine 837 F.2d 1071, 5 USPQ2d 1596 (Bed Circ. 1988), In 
Re Evamgfi, 829 F.2d 1 1 10, 4 USPQ24 1249 (Fed. Circ. 1987). 

The claimed invention is direcred to the urermochromic display having claim 
Hmiutions neither discloses nor suggested h, the reference, cited by tneB*umin=r. More 
specifically the combination claimed in Claim 1 is limned to "an integral 
thermochromanc display Oxedlv pri»«ed on the outride wall of a ceramic cup». 

a^nis e, al. deploy electronic sensing mean, in combination whh an etec«.»c 
^ device to t-vide a visual or audible indication of beverage ternperature. The 
device reouires batteries, means for action of switch, and is therefore much more 
stated as well as expensive * ma—. Furthermore, the electronic, must be 
hermetically sealed from water as the vessel is subject to regular washing. 
As the therma, display of the ins*nt ir.venr.on is formed ftom a prmtable ink. it can he 
.ppiied to the outside of a cup or mug without the necessfty of providing a liquid 
containing means as disclosed in Okuyama Accordingly, ft ha, significant advantages 
over the prior art method, for sensing and indicating the «mpera«ure of the limnd 
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chained within a vessel. As none of the cited fences disclose . prhuable 
thermochromic material that changes from opaque to transparent whhin a temperature 
range, their is no modvrton within the references to use such a material on the beverage 
holding cup of the instant invention. 

Further, assuming to arguendo, that the examiner has established a prima facie case 
of obvious, the references are no, property combinable by their own teachings. The fluid 
containment vessel disclosed in Okuyame must be molded or fabricated in a manner that 
provides a means for attaining a liquid paraffin, which undergoes a transition from clear 
K, opaque, in the wall of the vessel. Okuyama discloses that a plastic btfcy bottle is 
readily molded or post fcbricaten by thermoforming to have a plurality of well, and 
different locations on the periphery of the outer wall of the conuinmen, vessel. 
Moreover, the wall thickness of the plastic baby bottle provides for good thermal comact 
between the liquid beverage and the thennochromic material taught by Okuyama. The 
multiple cavities taught in Okayama are no, readily fabricated in a ceramic vessel, and 
such method are disparaged by Germais e, al., infra, particularly at column 2. line 63. 
- mud .rapped an » «— ta "^"^ " ' "* 


or cup H . 


Germais et al, while directed to an open mouth drinking vessel possessing a handle 
further for the consumption of ho, beverages, generally teaches away from 
mermochromic indicting means as having poor visibility (column 3. line 17) and 
because of the requirement for fabrication of due. wal, vessel Applicant, believes, 
therefore that Qermaise et al. teaches away tern using a themochromic material as a 
thermal sensing and indicating memod of the instant invention, and also teaches away 
from combining any outer reference having a disclosure of a tbermo-optic material that 
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undergoes a <ransp.ro. to liquid transition, particularly a. column 2, line 63 

_ « indict »• tempers <«.*-pl-d — *-*'»**'*' 

fluid, gas or liquid, expands with temperature. This provides a erode indication of temperature, as in the 
^ ^e or co. K cha.se, and WM * - — -* " * 

problematic in construction of a mag w cup". 

A reference should be considered as a whole, and portions arguing against or 
^acting away tomthe claimed invention must be considered. Set Bavsc* * 1** «« 
v. Emm****—* i W ..796F.2d443,230USPQ416(Fed.Ci, 1M* 

AddHionally. applicant believes ft. Genna.se e. al caches a much more complex 
invention than *e invention of ft. presen, application, by focusing on complex 
embodiments such as that claimed in the Germaise et al. patent. Thus, apphcan. believes 
to Germaise « al. teaches away from the simplicity of the present invention, which 
m-ovides a solution » the problem of highly visible .ernperarure indicia wnh a minimum 

of rnanufcetunn, steps. See * » «** « ™ » ™ 1550 ^ * ,W> 
(prior ar, reference "appears to teach away from the selection of me claimed 
composition "by recusing on more complex examples"). The fact ma. a staple solution 
tas escaped other workers in the art is some evidence that i, was n.t obvious to a person 
of ordinary «. in the art. *e » 31. Md 807, 810, 136 USPQ 220 (CCPA 

1963): 

Appellant's claimed invention departs from the prior art in the direction of 
simplicity rather than in the direction of complexity, as the mermochromic 
display is readily applied to any regular vessel suitable for receiving 
printing or laminating to its outer surface. The simplicity of this usetul 
invention is, in retrospect, some evidence that it ms not obvious to a 


PAGE 16/37 * RCVD AT 3/26/2004 3:49:48 PM [Eastern Standard Time] ' SVR:USPTO€FXRF-1/24 • ONIS:2731626 • CSID:7075286015 * DURATION (mm-ss):09-00 


MAR-26-2004 FRI 12:56 Pl©RRILL ARNONE & JONES FAX NO. 05286015 


P, 17 


Docket #: 106.01 ~ * 7 ~ 

person of ordinary *** »« the art- » «* A 5M ' 195 "* 

921, 93 USPQ 306. . . . While it is admittedly staple, it has escaped <»* 
c*ir workers » to crowded an. We do not ftta* the simplicity of 
appeUant's construction should deprive to of to right to a patent 
.hereon. Bsaaiiril M«ai Co v. PradfoA W"*- 366. 

Therefore h is respectfully submted that Oermais et al,is not relevant to the present 

invention. 

Applicant has added tew CU. 2 through S. It U respectful, submitted that the 
„. data 2-8 are clearly patent disunguishaMe over the prior ari, sin* it is 
betieved that the —ton defined in these cUims differ, easenriaUy and in an 
unobvious, highly advaMageous manner from * «-«*- disclosed in the 
Terences. Kew claim 2 claims a fluid con— vessel having printed indicia, whtch 
„ no, disclosed in any of the cited patents. Applicant is aware of prior uses of 
fcermochromic b* on beverage containers ft* change from opaque to «^ » 
reveal decorative and non-nmcrional fe*ures. !n claim 2 the temperature mdiottag ma* 
„ concealed by *e overlaying by the thermochromic it* umil it becomes transparent. 
This Irmhation has inherent supportin the specification in that thepreferred materia, for 
fcrming the thermochromic dispia, is described as being applied as , the—mc 
printed overlay in the 2- paragraph of the Detailed Description. 

Nw claim 3 -* are dependent from claim 2, and hence should be allowable over the 
prior «. of record. The additional .imitations in claims » find support in the 
specification, drawings and are also found i« claim 1. 
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Applicant believes that combining the references discussed above would not lead to 
the claimed invention, in that the present invention does not merely employ the known 
substitution of equivalents but rather employs a new, non-obvious combination to 
accomplish the objectives set out in the present application. 

As for the proposed combination of references cited by the examiner, it is 
respectfully submitted that since none of the references in the combination teaches the 
distinctive features of applicant's invention as defined now in the new claims 2 through 
8, any hypothetical construction produced by this combination would not lead to 
applicant's invention. 

It is respectfully submitted that the combined teachings of the references applied by 
the Examiner fail to disclose or even suggest the subject matter of the claims at issue. 
That a prior art reference could be modified to form the claimed structure does not supply 
a suggestion to do so. "The mere fact that the prior art could be so modified would not 
have made the modification obvious unless the prior art suggested the desirability of the 
modification." In re Laskowski, 871 F.2d 115, lOUSPQ2d 1397 (Fed. Or. 1989). 

In view of these considerations, it is respectfully submitted that the rejection of 
the original claims should be considered as no longer tenable with respect to the new 
claims 2-8 and should be withdrawn. The new claims 2-8 should be considered as 
patentably distmgmshing over the art and should be allowed. 

Should the Examiner consider necessary or desirable any formal changes 
anywhere in the specification, claims and/or drawing, then it is respectfully asked that 
such changes be made by Examiner's Amendment, if the Examiner feels this would 
facilitate passage of the case to issuance. Alternatively should the Examiner feel that a 
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phonal discussion might be helpful in advancing this case to allowance, he is invited to 
telephone the undersigned. 


Respectfully submitted: 



Edward S. Sherman, Ph.D. 
Patent Attorney (Reg. No. 43,1 15) 
3354 Round Barn Boulevard 
Suite 303 

Santa Rosa, CA 95403 
707)539-7680 
707)332-3645 (mobile) 
707)528- 601 5 (fax) 


PAGE 19137 ' RCVD AT 3/2612004 3:49:48 PM [Eastern Standard Time] * SVR:USPTO-EFXRF-1/24 ' DNIS:2731626 1 CSID: W5286015 * DURATION (mm-ss):09-00 


